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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection . 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 1-11 and 14-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Willing, US Patent number 4,248,751 (hereinafter Willing) and further 
in view of Johnson et al, US Patent number 4,221 ,688 (hereinafter Johnson). 

5. Regarding claims 1 and 4-6 and 14-15, Willing discloses an emulsion comprising 
a vinyl end-blocked polydiorganosiloxane and an organosilicon compound having 
silicon-bonded hydrogen atoms with water and a surfactant, and further with a platinum 
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catalyst (abstract). Further, Willing discloses that the viscosity range of the vinyl end- 
blocked polydiorganosiloxane is from 0.1 to 100 Pa-s (100-100,000 mPa-s), and that the 
silicon-bonded hydrogen atoms of the organosilicon compound have 2.1 hydrogen 
atoms per molecule (column 4 lines 35-55). Willing further discloses in the EXAMPLE 
(column 6 lines 25+) wherein 8 parts of surfactant and 4 parts of water (total of 12 parts 
for this component) to 40 parts by weight of the siloxane mixture of surfactant in water is 
combined to form an emulsion (5 percent of the water-soluble polymer). Willing also 
discloses that the emulsifying agents and surfactants can be nonionic (column 2 lines 
58-61). 

6. While Willing does disclose the above emulsion, they do not show an example 
wherein an emulsifying agent is used. However, they do disclose that emulsifying 
agents can be added, and further rely upon US Patent number 3,294,725 for examples 
of such emulsifying agents (column 2 lines 55-60) wherein sodium salts of the acid 
catalysts used are preferable emulsifying agents (column 5 lines 55-60 of 3,294,725) to 
aid in the emulsification of the siloxane (column 2 lines 3-5) wherein the emulsifying 
agent is used in about 1 percent by weight of the composition (EXAMPLE 7, column 8). 
Therefore, one skilled in the art would be motivated to use not only a surfactant like that 
of Willing, but further to add an emulsifying agent to aid in the emulsification process as 
that of 3,294,725. Further, while Willing does not specifically disclose a sponge 
emulsion, they do mention that their composition is used to coat a substrate to improve 
the release properties (abstract) wherein the instant specification discloses the use of 
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the "rubber sponge" as a copier roll surface-covering material which one skilled in the 
art would immediately realize is substantially similar to that of instant claims. 

7. Willing discloses the above composition which comprises nonionic surfactants 
and emulsifying agents, but does not specifically disclose the use of a water-soluble 
polymer. However, in the same field of endeavor, that is emulsions which cure to form 
elastomers, Johnson discloses that thickeners, preferably sodium salts of polyacrylates, 
can be added to the composition to enhance certain characteristics, such as improving 
the handling characteristics of the silicon emulsion, and also structural viscosity (column 
5 line 55 - column 6 line 16). Therefore, one skilled in the art would be motivated to add 
a sodium salt of a polyacrylate to the composition of Willing for the benefit of improving 
upon the handling characteristics. 

8. Regarding claims 2-3, 8-9, and17-19 Willing discloses the above composition, 
but does not necessarily disclose the method steps being in the same order as that of 
instant claims. However, it is prima facie obviousness to reverse the steps of a process 
Ex parte Rubin , 128 USPQ 440 (Bd. App. 1959) (Prior art reference disclosing a 
process of making a laminated sheet wherein a base sheet is first coated with a metallic 
film and thereafter impregnated with a thermosetting material was held to render prima 
facie obvious claims directed to a process of making a laminated sheet by reversing the 
order of the prior art process steps.). See also In re Burhans, 154 F.2d 690, 69 USPQ 
330 (CCPA 1946) (selection of any order of performing process steps is prima facie 
obvious in the absence of new or unexpected results); In re Gibson, 39 F.2d 975, 5 
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USPQ 230 (CCPA 1930) (Selection of any order of mixing ingredients is prima facie 
obvious.). 

9. Regarding claims 7, 10, 16 and 19, Willing further discloses, with all of the above 
arguments, the above composition wherein 8 parts of surfactant is used to 40 parts by 
weight of the siloxane mixture, wherein this shows 5 weight percent of surfactant 
(instant (b-1)) used in the composition, which falls within the claimed range. 

1 0. Regarding claims 1 1 and 20, Willing further discloses, with all of the above 
arguments, the EXAMPLE relied upon above wherein the emulsion is heated at about 
60° C, then allowed to air dry (evaporation of water). 

1 1 . Claims 1 2-1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Willing and Johnson as applied to claims 1 and 1 1 above, and further in view of Elias, 
US Patent number 4,427,811 (hereinafter Elias). 

12. Regarding claim 12, while Willing and Johnson disclose the above composition, 
and further that the cured product may further be heated (see column 4 lines 4-1 3), but 
fails to specifically disclose the temperature at which it should be heated to aid in 
evaporation. 

1 3. In the same field of endeavor, that is film forming silicone containing emulsions, 
Elias discloses that the compositions are further heat-aged at 150° C to test the 
compositions post curing (EXAMPLE 3, column 10 lines 35+). Therefore, one skilled in 
the art would be motivated to heat-age the composition of Willing at 1 50° C for the 
benefit of testing the durability of the composition. 
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14. Regarding claim 1 3, while Willing is silent with respect to the properties of air 
bubbles, one skilled in the art would realize that, because the compositions of Willing 
are prepared in a substantially similar method to those of instant claims, the 
composition of Willing would have substantially similar properties, and as such would 
not contain air bubbles either. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LINDSAY NELSON whose telephone number is 
(571 )270-7735. The examiner can normally be reached on M-Th, 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/LINDSAY NELSON/ 
Examiner, Art Unit 1766 



/RANDY GULAKOWSKI/ 

Supervisory Patent Examiner, Art Unit 1766 



